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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/21/10 has been entered. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 32-39 are rejected under 35 U.S.C. 102(b) as being anticipated by WO 
91/01 225. WO 91 /01 225 teaches the claimed one-piece hollow cylindrical invertible 
elastomeric master as evidenced at pg 1 , Ins 3-1 3; pg 4, Ins 6-1 0; pg 7, In 1 -pg 8, In 28, 
and pg 9, Ins 6-1 1 ; and figs 2-4. It should be noted that cylindrical layer 28, which has 
an embossed refractive image thereon, constitutes the claimed one-piece cylindrical 
seamless master having a seamless integral light-shaping diffuser surface. In regard to 
the light-shaping diffuser having a plurality of microstructures projecting therefrom, WO 
91/01225 teaches molding a light-shaping diffuser having microscopic relief images 
thereon (pg 1 , Ins 4-5); and using granular materials such as talc or sand, which 
inherently have irregular dimensions, to form the microscopic relief pattern (pg 9, Ins 5- 
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1 0). It should be noted that the use of granular materials to form the relief pattern 
would inherently appear chaotic or irregular. It should be noted that the inherent 
irregular size and shape of the granular materials creates the claimed preselected 
irregular speckle pattern. 

Applicant is reminded that 1 ) product by process claims are not limited to the 
manipulations of the recited steps, only the structure implied by the steps, and 2) 
determination of the patentability is based on the product itself (MPEP 21 13). Since the 
limitations of claims 33-39 are drawn to the process steps and not the structure of the 
final product, they have not been given patentable weight. 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 40-41 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
91/01225. The above teachings of WO 91/01225 are incorporated hereinafter. In 
regard to claim 40, the claimed thickness is well-known in the hollow cylindrical 
elastomeric member art. Thus, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to set the thickness of the member to the claimed 
thickness in order to reduce material costs without compromising quality and 
effectiveness. In regard to claim 41 , the claimed pattern is well-known in the roller art. 
Thus, it would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to design the master of WO 91/01225 with the claimed pattern in 
order to produce masters with diverse patterns. 

6. Applicant's arguments filed 12/21/10 have been fully considered but they are not 
persuasive. 

The declaration under 37 CFR 1.132 filed 12/21/10 is insufficient to overcome the 
rejection of claims 32-41 based upon showing is not commensurate in scope with the 
claims as set forth in the last Office action because: It refer(s) only to the system 
described in the above referenced application and not to the individual claims of the 
application. Thus, there is no showing that the objective evidence of nonobviousness is 
commensurate in scope with the claims. See MPEP § 716. 

The declaration mere declares that the speckle patterns of the claimed invention 
and WO 91/01225 are different. There is no mention that the speckle pattern is the 
pattern of the inverted, hollow cylindrical elastomeric member that is the result of 
performing the claimed process steps. 

Also, the declaration cites that the speckle pattern of WO 91/01225 is from 
sandblasting; however WO 91/01225 does not teach sandblasting the pattern. 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. USPN 6078426 teaches light-shaping diffusers that use irregular 
microscopic materials to form the effects/patterns (col 1 , Ins 38-49) . 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to EDMUND H. LEE whose telephone number is 
571 .272.1 204. The examiner can normally be reached on MONDAY-THURSDAY 
FROM 9AM-4PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yogendra Gupta can be reached on 571 .272.1 31 6. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

EDMUND H. LEE 
Primary Examiner 
Art Unit 1744 
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